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The Inventing Process

It's my idea !!!

How can I protect it ?

I have an idea !!!



Trade Secrets

• Products and services need to be known and 

advertised

• Difficult to enforce

• Intellectual Property Rights come to help you



Intellectual Property Rights (IPR's)

Patent

Registered Design

Trademark

Copyright



IPRs Portfolio

"Technical" Idea: Patent, Petty Patent, Utility Model

"Appearance" of a Product: Registered Design, Industrial Design

Literary, Musical, Artistic works: Copyright

IPRs are regulated by different national or international laws and 

treaties, they have different terms of protection, are acquired and 

maintained through different procedures: they should be used in 

combination  

Name or other sign of a product/enterprise: 

Trademark, Trade Name



Registered Design

• Addition to automatic design right.

• Monopoly right for the appearance of (part of)  a product, the 
aesthetic value.

• e.g. Textile patterns, car design,...

• Criteria:

– Novelty

– Individual character

– NOT a design concerned with how it works (except for 
Lego, Mecano,...)

– NOT the interior of a product

• Territorial right.

• Max. 25 years.



Trademark

• A distinctive sign used by a business or organisation to 
exclusively identify the origin or products or services.

• Can be a name, logo, symbol, word, design, sound,... or a 
combination.

• ® Registered trademark. 

• ™ Means the trademark is not registered but rights are 
claimed.

• It should have a distinctive character.

• Genericized trademarks must be prevented.

• It can be renewed indefinitely.

• Territorial right.



Copyright

• Automatic when the work is 'fixed' (written, recorded,...)

• Copyright comprises:

– Right of reproduction

– Right to distribution

– Right to create derivatives

– Right to performance

– Right to display/broadcast

– Right to be recognised as the author

• Applies to: literary, artistic, dramatic, musical works, including layout, 

computer programs, broadcasts.

• In general it lasts up to 70 years after the death of the author.



What is a Patent ?

A contract between an inventor and a state

Inventor

1. Protection for about 20 years

2. Exclusive rights to produce, 

use, sell and import the 

invention

• to recoup investment in R&D

• to strengthen market position 

and competitiveness

State

1. Publication of the invention

• to spread new technical 

knowledge

• to avoid R&D duplication

• to foster innovation

Patents are granted to inventions which are Novel, Inventive (non obvious), 

suitable for Industrial Application when considered against the Prior Art



Rights Conferred by a Patent

• Exclusive Right

Nobody can produce, use, sell, or import your invention

• Territorial Right

A patent in one state does not affect patent in other states

• Timed Right

Protection from a certain date to another date

• One-Time Right

When a patented product is put on the market the patent right is exhausted

• Transferable Right

You can assign or sell (licence) your patent to others

• Passive or Relative Right

A granted patent does not necessarily gives the right to exploit the invention 
(depends on the rights of others and on general law)



The Procedure

Inventor/Applicant Representative Patent Office

publishes

Unexamined Patent Applications (A)

Contract Proposal

Granted Patents (B)

Final Contract



Overview of the Search and Examination Procedure

FilingFilingFilingFiling

Examination on Filing and on Formal requirementsExamination on Filing and on Formal requirementsExamination on Filing and on Formal requirementsExamination on Filing and on Formal requirements

A2A2A2A2 Publication (no SR)Publication (no SR)Publication (no SR)Publication (no SR)

Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)

Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)Search (SR) / Opinion (ESOP)

A1 A1 A1 A1 Publication (SR)Publication (SR)Publication (SR)Publication (SR)

A3A3A3A3 Publication (SR)Publication (SR)Publication (SR)Publication (SR)

Request for ExaminationRequest for ExaminationRequest for ExaminationRequest for Examination

1st Examiner appointed (provisional ex. div. appointed)1st Examiner appointed (provisional ex. div. appointed)1st Examiner appointed (provisional ex. div. appointed)1st Examiner appointed (provisional ex. div. appointed)



Request for ExaminationRequest for ExaminationRequest for ExaminationRequest for Examination

Examining Division appointedExamining Division appointedExamining Division appointedExamining Division appointed

ExaminingExaminingExaminingExamining DivisionDivisionDivisionDivision ApplicantApplicantApplicantApplicant

Intention to GrantIntention to GrantIntention to GrantIntention to Grant

Decision to RefuseDecision to RefuseDecision to RefuseDecision to Refuse

Overview of the Search and Examination Procedure

B1 B1 B1 B1 PublicationPublicationPublicationPublication



Have you ever seen a patent ?



A Patent

Front Page

Bibliographical Data

Abstract

Clip for Paper
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A Patent

Claims

Clip for Paper



A Patent

Drawings

Clip for Paper



A Patent

Search Report

Clip for Paper



Some Observations / Questions

•Do you grant patents to a paper clip?

•This is a simple thing. Low tech.

•How can you judge invention like this?

•Is it worth patenting a paper clip?

• Are ‘new’ paper clips still being patented?



Invention & Innovation

Meaning of  "Invention" :

• According to Patent Law of the People's Republic of China

"Invention" means any new technical solution relating to a product, a 

process, or improvement thereof.

• According to Malaysian Patent Act

An "invention" means an idea of an inventor which permits in practise 

the solution to a specific problem in the field of technology.

An "invention" may be or may relate to a product or process.



What is an Invention ?

Meaning of "invention" :
According to European Patent Convention: 

(Art.52 Patentable Inventions)

(1) European Patents shall be granted for any inventions, in all fields of 

technology, which are susceptible of industrial application, which are new 

and which involve an inventive step.

(2) The following in particular shall not be regarded as inventions ... 

Invention is what is contained in a Patent Application.

Once examined and established the industrial application, novelty and inventive 

step, an invention is considered patentable! 

Inventive step is assessed using the Problem-Solution Approach.



Points of Examination

• Invention

• Novelty

• Inventive Step

– Problem Solution Approach

• Industrial Application  

– It should have the possibility of industrial application, not 

necessarily the probability,..

Whether the invention is actually produced/used is up to the 

market not to the patent office!

NN

IAIA

InventionInvention

ISIS



How much is this patent worth ?



New paperclips !



What is Innovation ?

1. The process of making improvements by introducing something new
2. The act of introducing something new: something newly introduced

(The American Heritage Dictionary)
3. The introduction of something new (Merriam-Webster Online)
4. A new idea, method or device (Merriam-Webster Online)
5. The successful exploitation of new ideas (Department of Trade and 

Industry, UK)
6. Change that creates a new dimension of performance Peter Drucker

(Hesselbein, 2002)
7. A creative idea that is realized [(Frans Johansson)] (Harvard Business 

School Press, 2004)
8. "The capability of continuously realizing a desired future state" ([John 

Kao, The Innovation Manifesto, 2005])
9. "The staging of value and/or the conservation of value." (Daniel 

Montano 2006.)

... the often unspoken goal of innovation is to solve a problem



WHY Read a Patent ?



Patents Are a Source of Technical Information

• 80% of the technical information contained in the patent documents is not 

published elsewhere

Technical                        20% Patent      80%

Publications                                       Publications

• Patents anticipate technical literature:

819471939Cast iron

1019461936Jet engine

519281923Television

2519141889Punched cards

Delay yearsElsewherePatentInvention



Patents Are a Source of Technical Information

To Publish or not to publish, that's the question.

Technical information is not always published in technical journals or 

symposium proceedings.

• Publishing may compromise patentability of an invention either 

formally ( as earlier disclosure) or substantially (may prove it is 

obvious). (cf. WO98/03643)

• Technical information may be unsuitable for publication:

– subject, theoretical support, lack of experimental data,...

• Not interested in publishing, expensive,...

WWWWWHOW Read a Patent � WHY



Reinventing the Wheel

31

Solution => GB-A-2365393

Problem



Reinventing the Wheel

32

GB-A-2365393

US-A-1833019



Reinventing the Wheel

33

•Several tens of patents since 1920

•Private inventors, no big industries, no representative 
involved

•Problem not fully analysed: tyres damaged anyway by the 
mechanical shock

•Solution too expensive or too complex

•Solution not effective: speed of the wheel not comparable 
to the speed of landing

•No commercial/regulatory interest

•You are re-inventing what is already existing, or 
coming up with useless inventions.



Database of Ideas

• Patent ideas are problems with solutions

• A patent database is a 'Database of Ideas'

• Therefore a patent database is 

– a 'Database of Problems" and

– a ''Database of Problems and Solutions'

• Inventions can be either processes or products that solve a 

problem.  It is important to remember this when searching a patent 

database.



Database of Technical Problems

Patent literature is a database of "technical problems":

• Indicates the lack of advancement in a technology and 

addresses improvements. (vertical)

• Problems and solutions proposed may not be understood: 

source for scientific investigation and inspiration. 

• Identifies unfamiliar technical areas and the related problems 

where you may apply your solution. (horizontal)



Surprising, unexpected or, unexplained results in patents

(vertical)

• EP0078200: Adding certain oxides a ceramic material shows enhanced 
(di)electric characteristics

• GB2318174: Scaling in electric water boiler reduced by injecting AC current 
through the water

• EP0542353: Addition of gelling pectin in deep-frozen, pre-proofed doughs
improve storage stability and ovenspring properties

• US5623206: A unusual shape of the RF pulse provides better S/N in NMR 
imaging system

• US4437350: Vortex flow meter apparatus with improved S/N

• US6164709: Structure of a energy management device (i.e. a bumper) shows 
improved response

• US4567645: method of forming a buried subcollector in  a semiconductor 
substrate by ion implantation gives an absolutely defect free epitaxial layer if 
part of the process is carried out in an oxygen ambient

• US4670740: Antitheft electronic tag uses non linear frequency divider



Bridging Technical Fields (horizontal)

• EP0790640: Chemistry bridging Electricity. 
Electrodeless discharge lamp uses conductive 
polymer to shield the electromagnetic field. 
Alan Heeger studied the conductive polymers 
and for this won the 2000 Nobel Prize for 
Chemistry.

• EP0542353: Chemistry/Biotechnology bridging 

Food Science. Addition of gelling pectin in 

deep-frozen, pre-proofed doughs improve 

storage stability and ovenspring properties.

• US4670740: Electricity bridging Human 

Necessity. Antitheft electronic tag uses non 

linear frequency divider.



Database of Technical Solutions

Patent literature is a database of "technical solutions":

• It may reveal solutionsreveal solutions to your problem 

• You may acquire the rightsacquire the rights for a patent which offers a solution 
to your problem at lower cost than your invention

• If licensing is not a viable solution, you may want to try to find find 
an alternative solutionan alternative solution which does not infringe the existing 
patent

• An existing patent anticipating your invention will prevent you 
from getting a patent on the same invention

• Your design or research could lead to a patent infringement 
(even if  you can prove your good faith)



Patent Based Research

PATENT BASED 

RESEARCH

Improving an invention

Explaining an invention

Solving a problem in a 

different field

Combining technologies



Innovation Strategy & Market Strategy

… to promote creativity 

and innovation

to develop a prognosis of 

innovative strength and 

technological trends, 

global and regional

…to avoid duplication of R&D at industries and universities and to avoid waste of Human and Financial Resources

… to bring together 

inventors and investors

… to locate new 

business partners

… to monitor competitors

… to recognise the 

lack of advancement 

in a technology and 

address 

improvements

Patents help you to...



Patent Portfolio

Car Maker All US EP JP DE

Toyota 

Motor
>100.000 9.413 3.956 75.288 6.509

Honda Motor 86.142 11.632 3.513 49.509 6.173

Daimler 66.928 7.668 4.069 2.472 29.502

Hyundai 

Motor
32.186 1.044 129 1.090 887

Ford 24.798 8.233 2.185 1.524 1.462

Renault 18.713 1.426 2.199 185 3.048

BMW 15.403 718 2.591 411 10.845

Fiat 12.061 1.118 1.559 340 2.321

Porsche 10.231 1.407 1.254 897 4.793

Citroën 10.190 652 1.866 79 2.526

Opel 5.212 27 523 20 4011

Alfa Romeo 507 129 11 13 159

data extracted from esp@cenet on 17.04.2006
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Cumulative patent Applications
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Patent Literature Is Not Secret !!!



WHY Read a Patent ?

• Source of Technical Information

• Prevent Reinventing the Wheel

• Database of Technical Problems

• Database of Technical Solutions

• Innovation Strategy / Market Strategy

• Not Secret



The Chess-Board of Innovation



WHEN to Read a Patent ?

CONCEPT

DESIGN

DEVELOPMENT

PROTOTYPE

Does it already 

exist? 

Does it solve a 

problem?

Is it still new?

Is it still new?

Is it still new?

I need a new 

material!

Does it still solve the 

same problem?

The four steps to invent a product/service



WHO Should Read a Patent ?

Everybody ...!
Stud

ents

Profe
ssors

Researchers

Engineers

Scientists

Profess
ionals Managers

Econ
omists

Innovators



WHERE to Read a Patent ?

• Patent Offices

• Patent Libraries (PatLibs)

• Patent Information Points (PIPs)

• On-line Commercial Databases

• CD-ROMs (MIMOSA)

• Internet



WHAT to Read in a Patent ?

Function of a Patent Application / Granted patent:

• Proposal for the "contract"/ finalised "contract".

• Disclosure of the invention.

in a manner sufficiently clear and complete in order to allow a 

person knowing everything publicly disclosed at the time of the 

invention (the skilled person) to reproduce or carry out the invention 

without any additional creative activity.

Front page Description Claim(s) Drawing(s)
Search 

Report



Front Page

• Bibliographic Data

• Abstract

• Figure(s)

• INID codes 

(Internationally agreed 

Numbers for the Identification Data)

• (11) Patent  publication serial number

• (19) Issuing Patent Office 

• (21) Application number

• (22) Date of filing

• (30) Priority

• (43, 45) Date of publication

• (51) Int. Cl. 

• (56) References cited

• (54) Title of Patent

• (57) Abstract

• Inventor, Applicant, Representative, 

Assignee (71-75)

more details in WIPO Standard ST.9

Abstract



Description

• Introduction

– Technical Field

– “State of the Art”

– Problem to be solved

– Proposed Solution

– Listing of drawings

• Detailed description

– Preferred 
embodiments



Claims

Function:

• Protection is conferred by the claims 

• Define the matter for which protection is 
sought

- clear, concise, supported  by the  
description

-in term of technical features

Seek a Balance:

– Differentiate the invention from the 
prior art.

– Obtain the most extensive protection 
possible!



Claims : Form and Contents

• Technical features

• Two part form

• Independent/Dependent Claims 

• Claim Categories

• Claim tree



Claims: Technical Features

Claims must be drafted in terms of the "technical features of the 
invention". 

- Features expressed in terms of a structural limitation

- Functional limitations accepted if known how to perform that 
function.

- Claims should not contain any statements relating to 
commercial advantages or other non-technical matters.

- Statements of purpose should be avoided unless they assist in 
defining the invention. 

- Claims to the use of the invention in the sense of the 
technical application of the invention are allowable. 



Claims: Two-part Form

1. Preamble

– technical features designating the subject-matter of the 
invention

– technical features known from the prior art

2. Characterising portion

– technical features which define the invention

• IMPORTANT!!

• Protection defined by the combination of the features in 1) and 
2) 



Claims: Independent / Dependent 

• Independent claim:
– Essential features: i.e. those features solving the problem.

– Single sentence.

• Dependent claim:
– Refers to previous (independent) claim(s).

– Defines details.

– Details of the patent that can possibly be used during the 
lifetime of the patent.



Claims: Categories

• Claims defining a physical entity

– Product

– Device

– Apparatus

– System

– ...

• Claims directed to an activity

– Process

– Method

– Use

– ...



Claims: Claim Tree

Claim 1

Claim 2

Claim 3

Claim 5

Claim 4



Drawings

• No scale

• No dimensions/values

• No proportion



Search Report

Cited documents

ExaminerDate of Completion of the Search

Application number

International Patent 

Classification

Relevant to Claim ...

Technical Fields Searched

Place of Search

Category X, Y, A



Search Report

62

• Represents what is already known “in the technical field”
of the patent application

• Documents cited with reference to the claims

• Indication on whether the invention “as claimed in the 
application as filed” is novel and inventive  

• Category of documents X, Y, A, ..., indicates “relevance”
to the claims

• Documents cited are  a source of additional information

• Indicates the classes where the search was performed 



Language of Search Report

• "A" document defining the general state of the art which 
is not considered to be of particular relevance

• "X" document of particular relevance; the claimed 
invention cannot be considered novel or cannot be 
considered to involve an inventive step when the 
document is taken alone

• "Y" document of particular relevance; the claimed 
invention cannot be considered to involve an inventive 
step when the document is combined with one or more 
other such documents, such combination being obvious 
to a person skilled in the art

• ...

63



Language of the Search Report

• "O" documents which refer to a non-written disclosure, 
"O, X", O, Y", ...

• "P" intermediate documents, "P, X", "P, Y", ...

• "T" documents relating to the theory or principle 

underlying the invention

• "E" potentially conflicting patent documents

• "D" documents cited in the application

• "L" documents cited for other reasons

64



Annex to the Search Report

EN
FR

FR

ES

EN

DE IT

DE

JP

CN

Cited 

documents 

available in  

another 

language



Example of an Invention

Problem: longer antenna of a telephone 

allows for better RX/TX signals but make 

the telephone bulkier

Solution: the antenna is extensible and 
when the telephone is not in use the 
antenna can be retracted into the 
telephone casing reducing the size of 
the telephone



Example: Set of Claims

1. A mobile telephone handset comprising a casing 
characterised in that it comprises an extensible antenna.

2. A mobile telephone handset  according to claim 1 wherein 
the antenna is made of a single element.

3. A mobile telephone handset  according to claim 2 wherein 
the antenna is mounted on the right side of the casing.

4. A mobile telephone handset  according to claim 2 wherein 
the antenna is mounted on the left side of the casing. 

5. A mobile telephone handset  according to claim 1 wherein 
the antenna has a circular cross section.

Example: US6211828 



Example: Set of Claims Expanded

1. A mobile telephone handset comprising a casing characterised in 
that it comprises an extensible antenna.

2. A mobile telephone handset comprising a casing and an 
extensible antenna, wherein the antenna is made of a single 
element.

3. A mobile telephone handset comprising a casing and an 
extensible antenna, the antenna being made of a single element, 
wherein the antenna is mounted on the right side of the casing.

4. A mobile telephone handset comprising a casing and an 
extensible antenna, the antenna being made of a single element, 
wherein the antenna is mounted on the left side of the casing.

5. A mobile telephone handset comprising a casing and an 
extensible antenna, wherein the antenna has a circular cross 
section.



HOW to Read a Patent ?

• Patentese/Legalese

- words or technical terms are a generalization 
of the original elements

- "consisting of", "comprising", "plurality", "means of", 
"substantially", ...,  have a special meaning in the 
patent language

• Don't be creative in reading: you may wrongly attribute 
merits to the invention.

• Put patent in the right time-perspective with respect to 
the state of the art at a certain date.

• No emotional approach/Humility



70

More questions?

Please consult

www.epo.org

or 

write to 

dgolzio@epo.org

Thank you!!


