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How to write a patent and attract 
interest on an invention



Invention cycle
Inventive effort

Technical problem

Solution to the problem

Prototyping and testing
Finding potential clients

and investors

Engineering and production

Sales and commercial success
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Forgot something?

09/10/2015
Presentazione Master 2014 - © ABM 2014 3



Yes, protecting IP!
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An invention can be a gold mine, the patent is 
the “fence”, that defines the inventor’s property

If no gold in the mine, the fence is useless,

If no fence, everyone can get the gold, and the 
inventor can only get its own share
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Patent = fence



New Beehive
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Video

https://www.youtube.com/watch?v=WbMV9qYIXqM


Patent Family

09/10/2015
Presentazione Master 2014 - © ABM 2014 7

US2014037081

http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=US&NR=2014370781A1&KC=A1&FT=D&ND=4&date=20141218&DB=EPODOC&locale=en_EP


New Beehive
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US2014037081

http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=US&NR=2014370781A1&KC=A1&FT=D&ND=4&date=20141218&DB=EPODOC&locale=en_EP
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The “fence” is defined by a claim
 The claim can be written in the following way:

 Find a closest prior art

 Define the essential features in common with the invention 
and the closest prior art

 Find the main differential feature between your invention 
and the closest prior art

 Write a claim with a preamble, in which you put the 
essential features in common with the invention and the 
closest prior art

 An then add a characterising portion in which you put the 
main differential feature between your invention and the 
closest prior art

 Eliminate from the claims any unnecessary limitations

 Add dependent claims to define singularly all possible 
limitations of the main claim, as fall back positions
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Once defined the claims, build the Specification

the following order can be used

 A) TITLE
 (normally one to ten words, without anticipating the 

new features)

 B) FIELD OF THE INVENTION
 The present invention relates to....... (Indicate the 

field of application without anticipating the new 
technical features or the problem to be solved)

 C) BACKGROUND OF THE INVENTION
 Indicate the general technical problem to be solved

 Indicate the closest prior art (e.g. Citing a patent 
number or bibliographic references 

 Indicate how the closest prior art cannot solve, or 
can solve unsatisfactorily or partially the problem, 
without anticipating any hints to the invention
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 D) OBJECT(S) OF THE INVENTION
 It is an object of the present invention ..... Indicate 

separately the aims of the new technical solution

 E) SUMMARY OF THE INVENTION
 Describe the essential feature of the new solution in 

broad terms, harmonized with respect to the claims

 Describe the technical effects achieved

 Describe separately each further auxiliary/secondary/ 
optional feature, indicating that it can be added to the 
essential feature to obtain a particular technical effect.

 F) DRAWINGS
 Prepare the drawings that you attach at the end of     

the description (as Fig. 1, Fig. 2, etc…)

 Indicate the list of drawings For example: figure 1 
shows diagrammatically a partially cross sectioned side 
view of ……; figure 2 shows diagrammatically a 
perspective view of …; figure 3 is a block diagram of …
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 G) DESCRIPTION OF EXAMPLES

 Detailed description of the new technical matter, with 
reference to the drawings (As shown in figure 1…… ).

 Describe at least an example for each embodiment of 
the invention.

 All features present in the claims should be depicted.

 put arabic numerals on the drawings and quote them in 
the description or at the end of the description 
attaching a part list

 H) CLAIMS

 Add the claims as preliminarily defined

 I) ABSTRACT

 Maximum 150 words describing the most 
representative figure. The abstract gives no protection 
and is required only for search purposes
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TIPS AND OBSERVATIONS

- The claims should be written in a language that 
is clear, but is also broad.

- For the preamble a term like “Apparatus” or 
“Device”, “Method” or Process”,  “Composition” 
are the first words of most of patents.

- All the words used for defining a feature are 
chosen as the broadest terms that are available 
for defining that feature (e.g. axis, base, shaft, 
frame, pin, hole, shoulder, arm, lever, piston, 
cylinder, ring, disc), and more specific technical 
words are normally avoided.

- All words or expressions that create an 
ambiguity are normally avoided.

- Negative terms are normally avoided.



Now we try to write a claim 
for the beehive
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Attempt of writing a claim
 A beehive comprising at least one honeycomb

made of a plurality of cells,

 each cell defined by walls

 each cell made of at least two parts which can 
move relatively to each other from a first 
position, in which said walls define a room in 
which bees can deposit honey, and a second
position in which said said walls are shifted
apart in such a way to leave the honey to
percolate and be collected
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Claim written in the patent application
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Dependent claims
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 The dependent claims define preferred
embodiments that fall within the definition of the 
main claim and relate to specific embodiments or 
specific features that can be used as fall back 
position, during the examination or in case of
invalidity issues.

 In other words, if the examiner or third parties
challenge successfully the validity of the main
claim, such claim can be limited with one or 
more dependent claims.



Dependent claims
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 The dependent claims define preferred
embodiments that fall within the definition of the 
main claim and relate to specific embodiments or 
specific features that can be used as fall back 
position, during the examination or in case of
invalidity issues.

 In other words, if the examiner or third parties
challenge successfully the validity of the main
claim, such claim can be limited with one or 
more dependent claims.



Dependent claims
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They define alternative embodiments or specific details



Dependent claims
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Dependent claims

09/10/2015
Presentazione Master 2014 - © ABM 2014 21



PISA, 09/10/2015
Presentazione SIAF-S.ANNA 2009- © ABM 2009 22

FILING THE APPLICATION

a) a form must be filled in indicating

 name and address of the applicant/s 

 name and address of the inventor/s

 title of the invention

 number of pages o description/drawings

 signature of a manager of the applicant/s

b) The description, drawings and abstract must be 
attached in the national language (italian, or french, 
or german, or spanish, etc. depending on the nation 
in which it is filed)

c) submitting the form+attachments, paying a fee 

!!! A FILING DATE is obtained!!!

The patent office gives a filing receipt back
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 According to the Paris Convention, 12 
months priority are given to the applicant 
to file foreign applications

 Now, what described and the concepts 
that are from it derivable, in the limits  
they are new, are protected 

 Any publication of what described does 
not destroy patentability

 In any case, the application is published 
by the Patent Office concerned after 18 
months, and becomes a publication, 
contributing to dissemination



Forgot something?
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Forgot something?
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Video 
più 

breve

https://www.youtube.com/watch?v=0_pj4cz2VJM


Join lamp
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https://www.google.it/search?q=join+lamp+catalano&rl
z=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tb
m=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HY

m30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=4
42

Patent 
application for 
Whatsapp

http://www.youtube.com/watch?v=y-3sxfFyguQ
https://www.google.it/search?q=join+lamp+catalano&rlz=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tbm=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HYm30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=442
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Number of dowloads in first four years 
is why its value was paid 19 Billion USD 



In general, it is worth protecting IP

The most well known forms of Intellectual 
Property protection are: 

 Patents and Utility models

 Industrial design   

 New Varieties of Plants 

 Topographies of Semiconductors

 Trademarks and trade signs

 Industrial Secrets

 Copyright 

09/10/2015
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Brief 
examples

 Patents – new products and methods 

 Utility models – useful shapes of objects, for 
example a keyboard 

 Industrial design – for example a design of a 
mobile phone

 Topographies of Semiconductors – for hardware 
printed boards

 Trademarks and trade signs – brand names of 
products and services

 Trade Secrets – ex.: source codes of software

 Copyrights – creative works - software as such
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Focussing on three words

Invention

09/10/2015
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Patents?

Exclusive right

Disclosure
Protection is granted provided a full disclosure 

of the invention is given by the inventor  
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So, a patent is useful both

for the inventor : it grants exclusive right

and

for the public: it discloses the invented 

technical developments and avoids secrecy

Antonio Stradivari never 

disclosed his secret method for 

making perfect violins
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Patent 

Protection = 

Exclusive area

of the owner

a Patent is a property (on the invention) defined by a border 

(the claims): clarity is needed to define the border
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Filippo 
Brunelleschi 

In 1421 a sort of patent was 

granted to Filippo 

Brunelleschi by the Republic 

of Florence to protect an  

amphibious vehicle, called 

Badalone (=the Monster), 

capable to go up in the River 

Arno.  

The protection was granted  

in the form of destruction of 

similar vehicles made by 

competitors/infringers
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Considering that the admirable Filippo Brunelleschi, a man of the 

most perspicacious intellect, industry, and invention, citizen of 

Florence, has invented some machine or kind of ship, by means of 

which he thinks he can easily, at any time, bring in any merchandise 

and load on the river Arno and on any other river or water, for less 

money than usual, and with several other benefits to merchants and 

others, and that he refuses to make such machine available to the 

public, in order that the fruit of his genius and skill may not be reaped 

by another without his will and consent; 

and that, if he enjoyed some prerogative concerning this,                       

he would open up what he is hiding and would disclose it to all;

And desiring that this matter, so withheld and hidden without fruit, shall 

be brought to light to be of profit to both said Filippo and our whole 

country and others, and that some privilege be created for said Filippo 

as hereinafter described, so that he may be animated more fervently to 

even higher pursuits and stimulated to more subtle investigations, they 

deliberated on 19 June 1421:

Brunelleschi's 

“patent “
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That no person alive, wherever born and of whatever status, dignity, quality, and 

grade, shall dare or presume, within three years next following from the day when   

the present provision has been approved in the Council of Florence, to commit       

any of the following acts on the river Arno, any other river, stagnant water, swamp,   

or water running or existing in the territory of Florence: to have, hold, or use in any 

manner, be it newly invented or made new in form, a machine or ship or other 

instrument designed to import or ship or transport on water any merchandise or     

any things or goods, except such ship or machine or instrument as they may have 

used until now for similar operations, or to ship or transport, or to have shipped or 

transported, any merchandise or goods on ships, machines, or instruments for     

water transport other than such as were familiar and usual until now, and           

further that any such new or newly shaped machine, etc. shall be burned;

Provided however that the foregoing shall not be held to cover, and shall not apply  

to, any newly invented of newly shaped machine, etc. designed to ship, transport      

or travel on water, which may be made by Filippo Brunelleschi or with his will and 

consent; also, than any merchandise, things, or goods which may be shipped with 

such newly invented ships, within three years next following, shall be free from 

imposition, requirement, or levy of any new tax not previously imposed.

:

Brunelleschi's 

“patent “
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First Patent    Publication in the USA



Main Laws

 Italian Industrial property code (Law 30 - 10/2/05)

(Any state has its national patent law –
harmonisation among patent laws)

 European Patent Convention (Munich)

 Patent Cooperation Treaty (Washington)

 Communitarian Law on Trademarks and Designs

 National and Universal treaties on Copyright

 International Union for Plant Varieties

 Paris convention (priority rights)

 Unitary Patent (EU 2012, will start in 2016)

09/10/2015
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Offices
 European Patent Office (EPO) Munich 

www.epo.org

 Office for the Harmonisation of the Internal 
market (OAMI) Alicante 
www.europa.oami.eu

 World Intellectual Property Organisation 
(WIPO) Geneva www.wipo.int

 Italian Patent and Trademark Office (UIBM) in 
Rome www.uibm.gov.it

for any other national offices see: 

www.epo.org/topics/ip-webguide.html

http://www.epo.org/
http://www.epo.org/
http://www.wipo.int/
http://www.uibm.gov.it/
http://www.epo.org/
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 It is not automatic

 In the IP fields there are automatic rights like: 
 Inventorship: right to be designated as inventor 

(without property on the idea)

 Authorship: copyright  (not on the ideas, but on 
the copies of the work of the author)

 Industrial secret: it is valid automatically, but it 
has to be kept secret

 But the only way to get a property on 
technical features is to file a patent 
application

Patent?

Presentazione Master 2014- © ABM 2014
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 Whichever kind of prior public disclosure 
(exhibition publication, sale, paper, 
conference, internet) destroys the 
possibility of having valid patents   

 Drafting a patent is on the responsibility of 
the applicant: errors may cause loss of rights

 Certain procedures, timing and costs have to 
be followed to avoid loss of rights

It is not EASY, there are many “traps”: 

Presentazione Master 2014- © ABM 2014
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 What happens if we do not protect a new 
idea that could have been protected 
 No rights are established

 No licences can be given

 No financial compensation (royalties)

 Industries may patent developments of 
the idea having a monopoly on it

 The property of any developments 
deriving from the idea is lost

 You loose an opportunity of publication 
of your work

 Technology transfer seriously 
endangered

Patents

Presentazione Master 2014- © ABM 2014
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 Logical obstacles to start protection vs. 
reasons to protect are:

 Ethical  (aim of research)

 However, drawbacks deriving from losing 
property can be high (no property, no control)

 Moreover, protection can be mandatory under 
exploitation contracts

 Costs (of law consultants and fees)

 Costs to start protection may be low, even if costs 
for obtaining protection worldwide are high

 Unawareness on patenting procedures and 
difficult decision on what to protect

Patents

Presentazione Master 2014- © ABM 2014



Three synergistic aspects on Patents

ECONOMIC:  stakeholders, potential    
partners. 

LEGAL: Courts, potential Infringers

TECHNICAL:  Clients, Market

PISA, 09/10/2015
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All the three aspects are necessary for a 
success of the patent



PATENT FAILURE

ECONOMIC: lack of technology 
transfer, lack of commercial 
exploitment.
LEGAL: lack of enforcement,, 
insufficient coverage of countries.
TECHNICAL: lack of  utility, lack of 
enforceability for technical reasons 
(insufficiency of knowledge, 
insufficiency of disclosure)

PISA, 09/10/2015utility
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Patents

for which inventions, concerning their 
technical and functional features a 
patent can be requested?

 processes for production of technical effects

 devices for production of technical effects

 materials for production of technical effects

 In certain cases: a technical effect as such

Maximum duration of the patent 20 years  (for 
drugs an extension possible up to 5 years)
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Patenting 
Fields

 A patent can be requested for 
inventions in all fields of technology

 Only a few exceptions, like Software and 
Computer Implemented/Business Related 
Inventions which are not always patentable 
subject matter (only if technical solutions)

 Non-technological matter cannot be patented 
(e.g. methods for doing business, game 
rules, presentation of information, discoveries 
as such) as well as surgical, medical and 
diagnostic methods can’t.
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Patent Classification CPC
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can make searches on http://worldwide.espacenet.com

Patents are classified in all technical fields with which you

http://worldwide.espacenet.com/


Technical fields related to ICT
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Excluded matter
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Art. 52-54-56 EPC

(1) European patents shall be granted for any

inventions which are susceptible of industrial 

application, which are new and which involve 

an inventive step. 

(2) Unpatentable as such: (a) discoveries, 

scientific theories and mathematical methods; 

(b) aesthetic creations; (c) schemes, rules and 

methods for performing mental acts, playing

games or doing business, and programs for

computers;  (d) presentations of information. 

(3) Methods for the treatment of the human or 

animal body by surgery or therapy; diagnostic 

methods for the human or animal body.



Who has responsibility to 
write a patent application? 

Responsibility on the content 
of the application and to 
respect time limits is on the 
applicant

Attention to avoid loss of rights !
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Strong position

hard to design around

Weak position 

easy to design around
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Claim features giving 

strongest protection!

Patent can be also like a tollgate

http://www.epo.org/


 BREVETTO (IT)

 PATENT (UK, DE) 

 BREVET (FR)

 PATENTE (ES)

 UTILITY PATENT (USA)
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This is the final goal, 
but how to get it, 
and how to get a 
robust  and effective 
protection?
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The invention:
Sometimes it is sought for years …
Sometimes it comes unexpected

Inventor

The Inventor (or the team of researchers)  
has often doubts on what to do, how to

protect the idea, sometimes with
anxiety, fearing to lose the protection
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In order to be ready

1. Understand the initial steps of the 
patenting procedure

2. In particular understanding what can 
be protected and how to do it

3. Moreover, understanding how to 
improve the protection after filing the 
application
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Counterparts

Examiner

Court

Patent Office

Competitors

Partner
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Has to find a balance between

 The rights of third parties, who would be 
penalized by a too broad patent

 The rights of the inventor, who deserves a fair 
protection on the invention, for which 
protection is sought

Examiner
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 Collects the fees, i.e. filing fees, examination 
fees, fees for grant, renewal fees , ecc.

 Requires that certain timing and procedures are 
followed by the applicant, like payments, time 
limits for filing application, documents, 
translations,, replies to communications

Patent Office

JapanUSA China

Korea
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 Can purchase shares on the patent, execute 
agreements, invest on the patent, industrially or 
commercially

 Carry out a deep analysis on the patent ( so 
called due diligence), on validity, enforceability, 
commercial value, freedom to operate 

Partners
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 They are ready to copy the invention, as a 
commercial demand starts

 They watch the examination procedure of the 
patent to see what is actually patented and 
what is free (design around)

 They are ready to file an opposition or request 
invalidity to get a revocation of the patent

Competitors
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 In infringement proceedings they determine the 
extent of protection of the patent (claims 
construction) and determine if the defendant/ 
competitor has violated the claims (infringement)

 In the validity cases they determine if the patent 
fulfils the patentability requirements or they 
declare its invalidity, partial or total

Courts
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Patent Counsel or
“patent attorney”
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The skill of patent attorneys is important for achieving            

the strongest protection 



Patent Attorney
in the interest of the inventor of a Patent

 Checks the prior art versus the invention
 Determines the differences from prior art
 Formulates novel and inventive claims to 

protect the invention from “design around”
 Drafts the full specification and drawings
 Files the Patent application
 Follows the examination up to grant
 Assists the patent in infringement suits
 Protects the Patent against opposition and 

invalidity law suits
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Patent Attorney
in the interest of competitors against a patent

 Checks the prior art before the filing date

 Finds “design around” solutions 

 Tracks the patents of the competitors 

 Files oppositions and invalidity lawsuits 
against patents

 Assists clients if accused of infringement

 Makes “freedom to operate” searches
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We have seen that
 A patent is a claim on an invention on which a 

government grants exclusive rights

But also
 Such claim has a specification written by the 

applicant (or his patent attorney) defining  
the inventive concept and its embodiments

 A claim has to be novel

 A claim has also to be inventive
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Novelty and inventive step

 A claim is novel if it is not disclosed in the 
prior art

 A claim is inventive if it is not obvious over 
the prior art, taking into account the 
technical problem that the invention 
solves

 Therefore, it is fundamental to know the 
background art 
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Patentability

Proper definition of an invention:

It is a solution of a technical problem

We have seen the main prerequisites for 
an invention:

 Novelty (does not exist) and “inventive 
step” (it is not obvious)
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Novelty and 
inventive step 

are not 
destroyed by 
similar objects 

having different 
functions
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INVENZIONI
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most inventions are small improvements starting from   
the closest prior art, each solving a different problem
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example of 

CLAIM

Wheel comprising a hub and a border 
which can roll on the ground

characterised in that

the hub is connected to the border by 
spaced spokes

Prior art

Invention



Claim
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Pre-chacterising part= closest prior art

Characterising part= 

Differences from the closest prior art 

Inventive step?



“inventive step”

 Minimum height for the inventive step?

 Starting from the “closest prior art”, the 
differences and the capability of solving 
the technical problem provide the 
inventive step

 The inventive step is not measurable but 
is a “yes” or “no” parameter: either it is 
inventive (technical problem solved) or 
not inventive 
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Limitation of claims
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Invention Invention

Ideal 

Claim

Allowable 

Claim

A claim that is initially not allowable can be limited 
so that it can be considered allowable



Join lamp: http://www.youtube.com/watch?v=y-3sxfFyguQ
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https://www.google.it/search?q=join+lamp+catalano&rl
z=1C1GGGE_itIT500IT514&espv=210&es_sm=122&tb
m=isch&tbo=u&source=univ&sa=X&ei=6AgHU9a_HY

m30QWcmYCYBw&ved=0CDUQsAQ&biw=914&bih=4
42

Follow this example

http://www.youtube.com/watch?v=y-3sxfFyguQ
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Join lamp
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Patent 

application 

on the Join 

Lamp

http://www.youtube.com/watch?v=y-3sxfFyguQ
http://worldwide.espacenet.com/publicationDetails/originalDocument?CC=WO&NR=02088596A1&KC=A1&FT=D&ND=4&date=20021107&DB=worldwide.espacenet.com&locale=en_EP
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Join lamp
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EP1373789B1
Desired claims

http://www.youtube.com/watch?v=y-3sxfFyguQ


Limitation of claims

 The applicant (or the patent attorney) 
formulates the patent  with the broadest 
scope possible

 Often the claimed protection is considered 
too broad by the Patent Office – concerning 
Novelty and Inventive step

 The applicant can reduce the scope of 
protection  and eventually agree with the 
examiner 

PISA, 09/10/2015
Presentazione Master 2013- © ABM 2013 77



Claims

 Normally, after a proper limitation of the 
claims taking into account the prior  art the 
patent can be granted

 To this end, an independent claim is filed 
which represents  the broadest definition of 
the invention

 Some dependent claims are also attached, 
which represent fall back positions in case 
the independent claim is not granted

 In the description other features can be 
described that during the examination can 
be added to the claims to limit their scope
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Join lamp
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GB1294663 GB1325062

Prior art cited 

against the Join 

Lamp

http://www.youtube.com/watch?v=y-3sxfFyguQ


Join lamp
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EP1373789B1 Granted claims

http://www.youtube.com/watch?v=y-3sxfFyguQ


 Not always

 There are infinite different cases

 For all inventions (which are by definition 
different from one another) the inventive 
concept has to be found and protected on a 
“case by case basis”

 The claims have to be tuned close to the 
border of the prior art, but not overlapping it

Pisa, March 19, 2013
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Easy?



 Inventions which seem “Non inventions” = 
very close to the state of the art, seemingly 
obvious, and very important for a company

 Inventions with disclaimer = existing objects 
that are simplified

Es. A+B+C+D exists, whereas A+B+C does not 
exist and is better

 Software inventions, which can be patented 
as “method for” carrying out operative steps

Pisa, March 19, 2013
PHD+ Come si scrive un brevetto? - © ABM 2013 82

Difficult 
cases



Too limitative claims

Pisa, March 19, 2013
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Finding the 
ideal claim

Prior 

art 1

Prior 

art 2

Prior 

art 3
Prior 

art 4

Explorative
broad claim

Ideal Claim 

(initially unknown)

Prior art cited
against the 
broad claim



Join lamp
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Torniamo alla

domanda di 

brevetto su

Whatsapp: 

Non è stata ancora

concessa

http://www.youtube.com/watch?v=y-3sxfFyguQ


Join lamp
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US 12/732,182 filed 25/03/2010

Rivendicazioni 

emendate in fase di 

esame per il brevetto su 

Whatsapp

Si vede come siano 

state aggiunte limitazioni 

e precisazioni per 

soddisfare le obiezioni 

dell’esaminatore

http://www.youtube.com/watch?v=y-3sxfFyguQ


Join lamp

09/10/2015Presentation 2014- © ABM 86

US 12/732,182

http://www.youtube.com/watch?v=y-3sxfFyguQ
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very 
complex 
patents



Join lamp
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Philips Patent on CDROM 
GB2083322B

http://www.youtube.com/watch?v=y-3sxfFyguQ


Improvement inventions

From a basic invention many 
inventions on “details” can derive

Example of the “airbag invention”, 
it was originally conceived but 
never produced for years.

Now there are many patents on 
airbag parts
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PCT application
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AIRBAG 
FOLDING 
METHOD
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Inventor

Applicant

Designated 

states

Priority

Number and date



Abstract
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I: Abstract

I: Figure of 

the abstract
A: Title



B: Field of 

the invention
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C: Background 

of the invention
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E: Summary of 

the invention

D: advantages
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F: Brief description of the drawings
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G: Preferred 

embodiment
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H: Independent claimSuccession of steps

Step 1

Step 2

Step 3

Step 4
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dependent claims
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F: figures
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Obsolescence of the claims

Maximum attention should be given to 

technological improvements that may 

occur in the 20 year validity of the 

patent.

The claim language should avoid 

limitations as far as possible 
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EDISON

 Microphone (1877) 
 Phonograph(1878) 
 Light bulb (1879)
 Kinetoscope,  (1891) ancestor of the motion 

picture device of Lumiere brothers

 Edison had 1300 patents
 The object of his life was to get profit from his 

inventions to launch other inventions
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Filing Strategy

 A patent gives only national protection. 
However, an applicant is not obliged to file 
patent applications worldwide 
contemporaneously.

 The PARIS CONVENTION grants one year 
time to an inventor that has filed an 
application in a State to file other 
applications in other states claiming the 
priority, within one year from the filing 
date of the first application (priority date)
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Filing strategy
 Common, but not unique, filing strategy is to file 

a priority application, in the state of origin of the 
invention, 

 then a PCT application (almost worldwide 
coverage), 

 The PCT offers an extension to this concept up 
to 30 or 31 months from the priority date for a 
number of states (148 PCT states), giving also 
other services, such as 1 priority document, 
international search and patentability opinions. 
www.wipo.int

 and then national phases of the international 
PCT applications, that follow national patenting
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Patents
 How to get a Patent in Italy* - Three routes 

 1- Filing an application in Italy
- Italian Patent and Trademark Office  (UIBM) in Rome

- examination on formalities and absolute grounds 

- no search report

- no substantive examination

- no publication – only availability to the public

- availability on paper of specification - about 2 weeks

- no availability online of abstracts and specification

- about three years between application and grant

- official fees: 300-600€ (up to 50 sheets); 

- attorney fees: preparation 2000-5000 €; filing 500 €

- renewal: yearly after 3 years up to 20 years
(* similar routes any other state of the EC)
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Patents

 How to get a Patent in Italy - Three routes 

 2- Filing a European Patent Application

- European Patent Office in Munich, The Hague, Berlin

- examination on formalities and absolute grounds 

- Search Report and preliminary examination on merit

- publication 18 months after priority

- request of examination 6 months after publication

- substantive examination

- official fees : filing 1300 € and up (n. claims), 
examination 1500 €; designation 600€

- attorney fees: preparation 4000-7000 €; filing 1000 €; 
substantive examination phase 2000-3000 € and up
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Patents

 How to get a Patent in Italy - Three routes 

 3- Filing a Euro-PCT Application

- National Industrial property office or EPO or WIPO

- examination on formalities and absolute grounds 

- Search Report and preliminary examination

- publication 18 months after priority

- entering the European route 30 months after priority

- request of examination

- substantive examination

- official fees : filing 2800 € and up (n. pages), European 
phase 1800 € and up (n. claims), designation 525 €

- attorney fees: preparation 4000-7000 €; filing 1000 €; 
substantive examination phase 2000-3000 € and up
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Patents

 European and Euro-PCT Application (cont.)
- end of substantive examination - approval of the text

- publication of the granted patent

- 2-5 years between application and grant (acceleration)

- official fees: renewal fees 380-900 €; fee for grant 750 €

Validation of the patent in the designated states: the 
European patent becomes a bundle of national patents

- translation into the national languages 

- renewal fees at each state after grant (max 20 years)

- attorney fees 2000-3000 €

- validation: between 1000 and 3000 € (translation)

36 States: AL, AT , BE , CH , DE , DK , ES , FR , GB , GR , IE , 
IS, IT , LI , LU , MC , NL, NO, PT , SE , FI , CY , TR , BG , CZ  
EE , HU , PL , RO , RS, SI, SM , SK + AL, BA, HR, MK, YU
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European 
Patents

 Figures: almost 2.700.000 European 
applications filed in 30 years of which 
1.000.000 in the last 7 years and now 
250.000 applications per year; 

 Countries: 49% European countries; 
22% USA; 20% Japan; 3% Korea; 1% 
Canada; 1% China; 4% altri

 Patents in Italy: Italian companies follow 
the Italian route for claiming priority. In 
certain cases foreign companies file 
directly in Italy. About 10000 per year 
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Unitary
Patent

 From the year 2016 a unitary patent will 
cover almost all EU; 

 A unique court (UPC – Unified Patent 
Court) will decide on invalidity and 
infringement

 Great advantage for companies which 
save money in the validation and renewal 
costs (about 80% less for companies 
which cover more than 10 European 
countries) 
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European
Patent
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European  Patent filings
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European Applicants 2011 and Technical Field 
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European Applicants 2013
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European Application Technical Field 
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Patent Classification
Chinese applications
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Patent Classification
Chinese applications
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Chinese Patent Applications
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Utility Models

 Utility Models : can be obtained with new and useful 
models having regard to their technical and functional 
aspect

 The only practical way for establishing protection is to 
file an Application for Utility Model

 Whichever kind of prior public disclosure (exhibition 
publication, sale, paper, conference, internet) 
destroys the possibility of having valid Utility Models in 
certain states, whereas in other states 6 months or 1 
year grace period are available.

 Maximum duration 10 years

 Procedure is like Patents even if without substantive 
examination

09/10/2015
Presentazione Master 2014 - © ABM 2014 130



09/10/2015
Presentazione Master 2014 - © ABM 2014 131

Utility Model
example
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Utility Model
trends

China



Design
 Industrial design: appearance of the whole or a

part of a product resulting from lines, contours,
colours, shape, texture and/or materials of the
product itself and/or its ornamentation

 For establishing rights on a design it is necessary to 
file a Application for Design Registration

 Whichever kind of prior public disclosure 
(exhibition publication, sale, paper, 
conference, internet) destroys the possibility of 
having valid registrations. For the author a 1 year 
grace period is provided.  

 Maximum duration of the registration 25 years

09/10/2015
Presentazione Master 2014 - © ABM 2014 133



Design
 Design registration in Italy - Three 

routes 

 1- Italian registration

- Italian Patent and Trademark Office  (UIBM) 
in Rome

- procedure similar to Italian patents
- multiple registration available (100 models 

and more)
- official fees about 500 € - attorney fees about 

1000 €
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Design
 2- Communitary registration

- very cost effective registration 

- examination on formalities and absolute 
grounds 

- unitary procedure 

- multiple registration available 

- costs depend on number of designs 

valid in all the European Union:

AT BE DE DK ES FR GB GR IE IT LT LU LV 
MT NL PT SE FI CZ EE HU PL SI SK
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Design

Communitary

Registration

States
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Design
 3- International registration

- cost effective registration, but only for contracting states

- examination on formalities and absolute grounds 

- centralized procedure – bundle of national registrations

- multiple registration available 

- costs depend on number of designs 

States: many important States are missing

UE: Benelux (BX); France (FR); Germany (DE); Greece (GR); Italy (IT);      

Hungary (HU); Liechtenstein (LI); Monaco (MC); Slovenia (SI); Spain (ES) 

Other European : Bulgaria (BG); Croatia (HR); Georgia (GE); Macedonia (MK); 
Vatican (VA); Kirghizistan (KG); Moldavia (MD); Romania (RO); Serbia and 
Montenegro (YU); Dutch Antilles (AN); Switzerland (CH); Ukraine (UA)

Africa: Benin (BJ); Ivory Coast (CI); Egypt *(EG); Gabon (GA); Tunisia * (TN); 
Marocco (MA); Niger (NE); Senegal (SN) 

Asia: Japan (JP); S. Korea (KR); N. Korea (KP); Indonesia  (ID); Mongolia (MN) 

America: USA (US); Suriname (SR); Belize (BZ); 
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Locarno 

Classification

Examples Class 1    
food

 Class 2  
clothing

 Class 3  
bags, 
clothing 
accessories



class 4  brushes

 class 5  fabric

 class 6  furniture

 class 7  household 

articles



 class 8  tools

 class 9  packaging

 class 10  watches, 

clocks instruments

 class 11 

gift articles



 class 12  
vehicles, 

 class 13 electric 
appliances

 class 14  ICT

 class 15 

 engines, 
machines



 class 16 cameras

 class 17  musical 

instruments

 class 18 Office 

machines and 

devices

 class 19 stationery



class 20 Exposers

class 21 Toys

class 22 Hunting

class 23 Hydraulic, 
Heating, Air 
Conditioning



class 24 
medical devices

class 25 

Building

class 26 
Lighting

class 27 

Articles for
smokers



 class 28 Cosmetics

 class 29 devices for 

fire protection and 

rescue

 class 30 Articles for 

animals

 class 31 food 

making machines



 class 99

Various 



Copyright
 Copyright : creative and artistic works (such as 

books, movies, music, paintings, photographs and 
software, artistic design) ….

 …. and also SOFTWARE

 No registration is necessary for obtaining 
protection, however, registration is advisable for 
unpublished works and for Software

 Software copyright protection very useful against 
Piracy

 Software copyright protection is not extended to 
technical concepts (only patent protection on 
that, if available)

 Universal symbol: © + year + author
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Industrial 
secrets

 Secret: is an item of confidential 
information concerning the commercial 
practices or proprietary knowledge of a 
business.

 Secret is fundamental for protecting 
details of industrial processes

 Secret is very difficult to maintain on 
products (reverse engineering) 

 Protection against unlawful disclosure or 
transmission of trade secrets.

 Licensing of know how
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Enforcement

 Very cost effective enforcement available 
in Italy

 Preliminary injunctions available (seizure, 
prohibition)

 Possibility to apply for forced inspection in 
a factory of a competitor

 Three degrees of judgement available, but 
with long times up to final judgement (5-
10 years)
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Thank you

For any questions please contact me at 

mcelestino@abmpat.com

09/10/2015
Presentazione Master 2014 - © ABM 2014 150

mailto:mcelestino@abmpat.com

